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description of one illustrative embodiment of 
the invention. It is axiomatic that the cover- 
age of a patent is defined by its claims, and is 
not limited to precise duplicates of the exem- 
plary structures shown and described in its 
drawings and specification. Aro Mfg. Co., 
Inc. v. Convertible Top Replacement Co., 
Inc., 365 U.S. 336, 339 [128 USPQ 354] 
(1961); SRT Int'l. v. Matsushita Electric 
Corp. of America, 775 F. 2d 1107,1121 [227 
USPQ 577} (Fed. Cir. 1985). 

Second, Claim 14. which is dependent on 
Claim 1, differs from Claim 1 only in that it 
adds to the combination described in that 
Claim a limitation requiring that the distal 
ends of the ribs extending outwardly from 
the inner collar "form an upwardly extend- 
ing post having an arcuate surface * * * of a 
predetermined length and radius such that a 
major amount of surface contact is made 
with a face of a film threaded thereagainst 
* * * " If Claim 1 were interpreted to require 
such arcuate surfaces, this would violate the 
strict rule that a limitation added by a de- 
pendent claim cannot be read into the claim 
on which it is dependent, because this would 
make the two claims duplicative. Laitram 
Corp. v, Cambridge Wire Cloth Co.. 863 
F.2d 855. 866 [9 U5PQ2d 1289] (Fed. Cir. 
1988); DM I, Inc. v. Deere & Co., 755 F. 2d 
1570, 1574 [225 USPQ 236] (Fed. Cir. 
1985). 

C. All of the claims of the 111 patent 
expressly require ribs extending inwardly 
from the inner surface of the outer collar a 
distance sufficient to press against a film 
tautly threaded between the distal ends of 
the adjacent ribs projecting outwardly from 
the inner collar. As previously noted, in de- 
fendants' reels, exemplified by Exhibit 6 to 
defendants' motion papers, these inwardly 
extending ribs are too short to press against a 
film thus threaded. Therefore none of the 
claims of the ' 1 1 1 patent arc readable on the 
accused reels, Exhibit 6. 

Summary 

For the reasons detailed above: 

1. Defendants' motion for summary judg- 
ment is granted as to all claims of the '11 1 
patent, and the action is dismissed to the 
extent that it charges infringement of the 
'111 patent by reels of the type exemplified 
by Exhibit 6. 

2. Defendants' motion for summary judg- 
ment is denied in all other respects. 

3. Plaintiffs' cross motion for summary- 
judgment is denied in all respects. Although 
the Court has rejected defendants' conten- 
tions that the claims must, as a matter of 
law, be interpreted so that they do not cover 



defendants' accused reels, the Court is not 
prepared to rule on the present record, as a 
matter of law, that the claims are infringed 
by such reels. For example, it is conceivable 
that, at the trial of the case, evidence of 
additional prior art may be introduced which 
will require limiting the claims to a scope 
narrower than their literal wording — an 
application of the so-called reverse doctrine 
of equivalents. 

4. No attorneys' fees arc awarded. 

So Ordered. 
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PATENTS 

1. Patentability/Validity — Specification 

— Written description (§115.1103) 

Grandparent application, which describes 
nickel-based alloy comprised of scries of in- 
exact percentages of elements and having 
nickel content of 45 to 55 percent by weight, 
satisfies written description requirement for 
patent claims involved in interference, which 
describe alloy having nickel content of 
"about 45% to about 55%," since earlier 
application need not describe claimed sub- 
ject matter in exactly same terms used in 
later claims in order to meet w ritten descrip- 
tion requirement, and since person skilled in 
art would have considered nickel content 
range described in grandparent application 
to be approximate. 

2. Pateniabilitv/Validilv — Specification 

— Written description (§115.1103) 

Grandparent application that describes 
nickel-based alloy having nickel content of 
45 to 55 percent by weight does not satisfy 
written description requirement for patent 
claims involved in interference, which de- 
scribe alloy having nickel content of "about 
50 to about 60%." since even if range dis- 
closed in grandparent is considered approxi- 
mate, it does not extend to encompass range 
disclosed in patent claims, and since limits of 
ranges vary from each other by about ten 
percent, which is comparable to extent of 
variation within each range, 

Particular patents — Chemical — 
Nickel-base alloy 

4,788,036, Eiselstein, Harris, Smith, 
Clatworthy, Florecn and Davidson, corro- 
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sion resistant high-strength nickel-base alloy, 
determination in interference no. 102.60 J 
that claims 1-7 and 19 arc invalid as antici- 
pated, affirmed; determination that claims 
8-18 arc invalid, reversed. 



Appeal from the U.S. Patent and Trade- 
mark Office. Board of Patent Appeals and 
Interferences. ., . , 

Interference no. 102,601 between Herbert 
I. Eiselstein, Jerry A. Harris, Darrel! F. 
Smith Jr., Edward F. Clatworthy, Stephen 
FUircen and Jeffrey M. Davidson (patent no. 
4 788.036), junior party, and Richard B. 
Frank, Terry A. DcBold. Sunil Widgc and 
James W. Martin (application serial no. 
869,138), senior party. From determination 
that all of junior party's claims arc un- 
patentable under 35 USC 102(b). junior 
party appeals. Affirmed in part and reversed 
in part, 

Francis J. Mulligan Jr., Saddle Brook. N.J., 
for appellants. 

Francis A. Paintin. of Woodcock Washburn 
Kurt/. MacKiewicz & Norns. Philadel- 
phia, Pa., for appellees. 

Nancy J. l-inck, solicitor, Albin F, Drost, 
deputy solicitor, and Richard E. Schafcr, 
acting associate solicitor, for amicus 
curiae Commissioner of Patents and 
Trademarks. 

Before Plager, Laurie, and Schall, circuit 
judges. 

Lourie, J. 

I Icrbcrt L. Risclstcin et al. appeal from a 
decision of the Board of Patent Appeals and 
Interferences in interference number 
102.601, holding claims 1-19 of United 
States Patent 4.788,036 unpatentable under 
35 U SC. § 1021b). Because the Board prop- 
erly denied Eiselstein et al. the benefit or an 
earlier application's riling date under 35 
U S C. § 120 with respect to claims 1-7 and 
19 but erred in denying Eiselstein et al. the 
benefit of that tiling date with respect to 
claims 8-18, we affirm in part and reverse in 
part. 

BACKGROUND 

This appeal involves an interference be- 
tween United States Patent 4,788.036, nam- 
ing Appellants (collectively "Eisctstcin } as 



inventors, and United Stales patent applica- 
tion serial number 869.138, naming Appel- 
lees (collectively "Frank") as inventors. The 
Risclstcin patent issued on November 29. 
1988 from application serial number 
914 137. filed October I. 1986 (the "Eisci- 
stcin application"). The Eiselstein applica- 
tion was a continuation-in-part of application 
serial number 566,60 1 (the "parent applica- 
tion"), filed December 29, 1983. which in 
turn was a continuation-in-part of applica- 
tion serial number 255.158 (the "grandpar- 
ent application"), filed April 17, 1981. Eisel- 
stein is also the named inventor on European 
Application 066361 (EP '361). published 
December 8. 1982. which corresponds sub- 
stantially to the grandparent application. 
Frank was designated the senior parly in the 
interference based upon the earlier May 30. 
1986 filing date of his application. 

The subject matter in interference is a 
nickel-based allov having high strength, duc- 
tility, and resistance to corrosion. The alloy 
may be used for. inter alia, production of 
tubing and associated hardware for deep 
sour gas and oil well applications. The dis- 
pute centers on the nickel content of the 
claimed allov. Count 1 , the sole count, reads: 
A nickcl-base alloy consisting essentially 
of in weight percent, about 15 to 25* 
chromium, up to about 20% iron, about 
6 S to 12% molybdenum, about 2 to b/r 
cuiumbium, from 0.5 to 2.5% titanium, up 
to about 1% aluminum and the balance 
nickel with nickel being at least about 
50% of the alloy [emphasis added).' 
Two representative claims of the Eiselstein 
patent read as follows: 

] A nickel-base alloy ... said alloy con- 
sisting essentially of. in weight percent, 
about 15 to 259? chromium, about 5 to 
about 15% iron, about 6.5 l 93 molybde- 
num, about 2.5 to 5% columbium. from 
0 to 2.5" titanium with the proviso that 
when the titanium is less than I Of the 
columbium is at least 3.53. up to about 

0 5% aluminum and the balance nickel 
with nickel constituting about 50 to about 
60% of the alloy [emphasis uddcd|. 

1 5. A nickel-chromium-iron base alloy . 
said alloy consisting essentially of from 
1 s% to about 25% chromium, about 5 * to 
about 15% iron, about 6.5'* to 9% molyb- 
denum, about 2.5 to y?< columbium, from 
0.5 to 2.5% titanium, with the proviso that 
when the titanium is below 1% the col- 
umbium is at least 3.5SI, up to about 0.5 * 



1 Frank's claims 1-36 correspond to the count; 
EiselslciiTs claims M9 correspond to the count. 
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aluminum and the balance nickel, the 
nickel being from about 45% to about 
55% of said alloy [emphasis added). 
Claim ! is representative of claims 1-7 and 
19, Claim 15 is representative of claims 8-1 8. 

In tlic interference, the Examiner-ln-- 
Chief (EIC) held that Eiselstcin's claims 1-7 
and 19 were anticipated by EP '361 and 
hence were unpatentable under § 1 02(b), in 
so holding, the EIC denied Eiselstcin's claim 
under § 120 for benefit of the grandparent 
application's filing date. The EIC deter- 
mined that the grandparent did not satisfy 
the written description requirement of 35 
U.S.C. § 1 1 2 for claims 1-7 and 19 because it 
described a nickel content of 45 to 55% 
weight percent, not about 50 to about 60%. 
as required by those claims. 

The Board upheld this determination and 
further held that Eiselstcin's claims 8-18 
were also unpatentable under § 102(b). The 
Board determined (hat. because the grand- 
parent application did not use the word 
"about" in reference to the nickel content of 
the alloys described, the invention of claims 
8-18 was not described therein and these 
claims could not be accorded the tiling date 
of the grandparent application. Thus, while 
EP '361 did not contain a disclosure of 
claims 8-18, it did describe subject matter 
within the scope of the claims, and the claims 
were therefore held to be anticipated by EP 
'361. The interference resulted in a determi- 
nation by the Board that Eisclstein was not 
entitled to a patent on any of his claims. 

In its decision, the Board advised Eiscl- 
stein et at. that they could 
file an application for reissue or their pat- 
ent for the sole purpose of claiming alloys 
containing "the balance essentially nickel 
in a weight proportion of 45% to 55% of 
said alloy." Eisclstein et al. are given two 
(2) months from the date of this decision 
in which to file (heir application for 
reissue. 

Within the two-month period specified by 
the Board, but later than the one-month 
regulatory time limit for filing a Request for 
Reconsideration of a Board decision, see 37 
C.F.R. § 1.658(b), Eisclstein filed a Request 
Tor Reconsideration to contest the § 102(b) 
rejection of claims 8-18. The request was 
dismissed as untimely in the absence of a 
showing or sullicicnt cause. Sep 37 C.F.R. § 
1. 654(b). Eiselstcin's subsequent Request 
for Reconsideration and Petition to the Com- 
missioner asking for relief Trom the dismissal 
of the Request was denied. Eisclstein now 



appeals pursuant to 35 U.S.C. § 141.' Wc 
have jurisdiction over the appeal under 28 
U.S.C. § 1295(a)(4)(A). 

DISCUSSION 

"A person shall be entitled to a patent 
unlessf, inter atia.\ the invention was . . . 
described in a printed publication in ... a 
foreign country . . . more than one year prior 
to the date of the application for patent in the 
United States." 35 U.S.C. § 102(b). Wheth- 
er patentability is barred by § 102(b) is a 
question of law to be deter mined based upon 
underlying factual determinations. See Unit- 
ed States Envti. Prods, v. Westall, 911 F.2d 
713.715. 15USPQ2d 1898, 1 900 (Fed. Cir. 
1990). 

Eiselstcin first argues that the Board erred 
in rejecting claims 1-19 under § 102(b), 
asserting that he was entitled to claim the 
benefit of the filing date of his grandparent 
application pursuant to § 120. Eiselstcin also 
argues that the Board did not afford him 
procedural due process when it rejected 
claims 8-J8 under § 102(b) for the first time 
in its final decision. In Eiselstcin's view, the 
Board did not afford him an adequate oppor- 
tunity to respond to the § 102(b) rejection 
because it did not explicitly set a lime for 
him to respond and it effectively left him 
only the option of filing a reissue application, 
thereby causing him to impliedly admit the 
soundness orthc rejection. Because we agree 
with Eiselstcin thai (he Board's rejection or 
claims 8-1 8 was in error, wc need not address 
Eiselstcin's procedural argument and we 
turn directly to the merits. 

The correctness of the Board's rejection of 
claims 1-19 under § 102(b) depends on 
whether or not Eiselstcin's grandparent ap- 
plication satisfies the written description re- 
quirement of § 112, II I. for the subject 
matter of those claims. Compliance with the 
"written description" requirement is a ques- 
tion of fact, to be reviewed under the clearly 
erroneous standard. Id. If that requirement 
is met. claims 1-19 are entitled to the benefit 
of the grandparent's filing date under § 
120.' Since the Patent and Trademark Of- 



: On January ft. 1 9-95. Eisclstein filed a re- 
issue application and petition for suspension of 
action in the Patent and Trademark Office under 
37 C*.F ; .R. 5 1.1 03. 

' Section 1 20 reads: 

5 1 20 Benefit of earlier filing date in Ihe United 
Stales 

An application for patent for an invention dis- 
closed in the manner provided by ihe first 
paragraph of section 1 1 2 of Iriis title in an 
application previously filed in tfie United 
States, or us provided by section 363 of this 
title, which is filed by an inventor or inventors 
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ficc relied only on EP '361 to invalidate the 
claims under § 102(b), entitlement to the 
filing date of the grandparent application 
would enable Eisclstein to antedate EP '361, 
thereby removing it as a reference against 
the claims. ' 

The first paragraph of § 112 reads as 
follows: 

The specification shall contain a written 
description of the invention, and of the 
manner and process or making and using 
it. in such full, clear, concise, and exact 
terms as to enable any person skilled in the 
art to which it pertains, or with which it is 
most nearly connected, to make and use 
the same, and shall set forth the best mode 
contemplated by the inventor of carrying 
out his invention. 
35 U.S.C. § 1 12, 11 I (emphasis added). 

"Satisfaction of the description require- 
ment insures that subject matter presented 
in the form of a claim subsequent to the 
filing date of the application was sufficiently 
disclosed at the time of filing so that the 
prima facie date of invention can fairly be 
held to be the filing date of the application." 
Vas-Cath inc. v. Mahurkar. 935 F.2d 1555. 
1362. 19 USPQ2d 1111. 1H5 (Fed. Cir. 
1990 (quoting In re Smith. 481 F.2d 910, 
914. 1 78 USPQ 620. 623-24 (CCPA 1973)). 
In order to determine whether a prior appli- 
cation meets the "written description" re- 
quirement with respect to later-filed claims, 
the prior application need not describe the 
claimed subject mutter in exactly the same 
terms as used in the claims; it must simply 
indicate to persons skilled in the art that as of 
the earlier date the applicant had invented 
what is now claimed. Id. at 1563, 19 
U5PQ2d at 1116; fee hi re Wertheim. 54 1 



named in ihe previously filed application shall 
have the same cltcct, as to such invention, as 
though filed on the date of the prior applica- 
lion. if filed before the patenting or abandon- 
mcni of or termination of proceedings on the 
first application or on an application similarly 
cmiiled lo the benefit of the filing date of the 
first application and if it contains or is amend- 
ed to contain a specific reference to the earlier 
filed application. 
4 In order for the liiselstein application to be 
entitled under JS U.S.C § 120 to the filing date 
ol an earlier application in the chain of applica- 
tion; of which it is a part, there must also have 
been a "com inning disclosure through the chain 
of anolicatiuns, without hiatus." Lrmelsan v. 
TRW. hie. 760 F.2d 1254. 1266. 225 USPQ 697. 
706 (Fed. Cir. (citation omitted). Here, it 

is undisputed that ihe intervening pareni applica- 
tion satisfies the written description requirement 
of § 112 as to the claimed subject matter. 
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F.2d 257, 265, 191 USPQ 90, 98 (CCPA 
1976) {"(L]ack ofliteral support ... is not 
enough ... to support a rejection under 5 
112") The lest is whether the disclosure of 
the application relied upon reasonably con- 
veys to a person skilled in the art that the 
inventor had possession of the claimed sub- 
ject matter at the lime of the earlier filing 
date. Rahtan Purina Co v. Far-Mar-Co, 
Inc. Ill F.2d 1570, 1575, 227 USPQ 177. 
179 (Fed. Cir. 1985). "Precisely how close 
the original description must come to comply 
with the description requirement of § 112 
must be determined on a case-by-case basis.' 
Vas-CatK 935 F.2d at 1561, 19 USPQ2d at 
1116. 

The first question we must address is 
whether the Board clearly erred in determin- 
ing that Eiselstein's grandparent application 
did not provide a written description of the 
nickel content of the nickel-based alloy set 
forth in claims 8-18, which recite various 
ranges of different elements, and "the bal- 
ance nickel, the nickel being from about 
45% to about 55% of said alloy [emphasis 
added]." The grandparent application de- 
scribed "An alloy containing about 15% to 
22% chromium, 10% to 28% iron, 6% to 9% 
molybdenum, 2.5% lo 5% columbium. 1% to 
2% titanium, up to 1% aluminum, advanta- 
geously 0.05 lo about 0.1% aluminum, and 
balance essentially nickel in a weight pro- 
ponionof45% to 55% of the alloy [empha- 
sis added]." Although in that application, 
the word "about" does not immediately pre- 
cede the nickel range limits. Eiselstcin ar- 
gues that, according to standard English 
usage, the word "about" used before the first 
term or a series of elements applies to all 
members of that series. Frank agrees with 
Eiselstein's position, and further points out 
that to require the use of "about" before 
every range would be both cumbersome and 
redundant.' Thus, we arc presented with 
the situation of both parties, for their own 
reasons, urging that the Board clearly erred, 
while the Commissioner, as amicus cunae. 
supports the Board's finding. Although not 
for the reasons advanced by Eisclstein and 
Frank, we agree that the Board's decision 
was based on clear error. 

(tj As indicated earlier, the grandparent 
application need not contain precisely the 
same words as are found in claims 8-18, see 



- Eiselstein's and Frank's assertion that 
"about" applies to every quantity in the series is 
undercut by the fact that "about" appears not 
only before the series of elements, but also before 
the percentage of aluminum as one of the series 
of elements. 
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Ralston. 772 F.2d at 1576, 227 USPQ at 
180; rather, the application simply must indi- 
cate to a person skilled in the art that the 
range 45% to 55% was intended tci be ap- 
proximate, i.e., to mean "about." Wc con- 
clude that this was unmistakably the case. 

The grandparent application describes an 
alloy comprised of a scries of inexact ranges 
of elements with the balance of that composi- 
tion described as "essentially nickel." "Es- 
sentially" is a vague term, the description 
also connotes a degree of approximation, or 
imprecision, in that the nickel comprises the 
"balance" of the composition, an amount 
that varies with the amounts of the other 
components. The amount of nickel is clearly 
not the critical aspect of the invention, but 
only the residual amount, depending upon 
tltc amounts oi the more critical elements. 
Furthermore, the grandparent specification 
contains the following statement alter the 
alloy's description: "Auxiliary elements, in- 
cluding mallcablizers and dcoxidizers. can 
be present in permissible small amounts . . . 
and residual small amounts of [other sub- 
stances} can remain [with] tolerable impuri- 
ties possibly present.'' The specification fur- 
ther instructs that, for certain applications, 
the composition of the alloy can be more 
"specially restricted" or "closely controlled" 
for more' consistent or advantageous results. 

In "Table I" of the specification the 
chemical analyses of 3 sample alloys arc set 
forth, Eisclstcin lists the weight percent of 
each clement in each alloy to one-hundredth 
oT a percent. Such a description indicates 
that Eisclstcin knew how to be precise when 
he intended to. and supports the conclusion 
that otherwise, when a whole number was 
stated, a precise amount was not intended. 
Thus, wc arc of the firm conviction that in 
his grandparent application, Eisclstcin dis- 
closed the invention of an alloy of various 
elements and the balance nickel, the nickel 
being an imprecise quantity, i t., from about 
45% to about 55% of said alloy and. on the 
basis of that disclosure, one skilled in the art 
reading the grandparent application would 
readily know that Eiseistein possessed that 
invention. Eisclstcin need not be bound to 
maximum precision for the nickel content 
when the whole tenor of his disclosure indi- 
cates approximation. The Board clearly 
erred in finding otherwise. 

Wc are not unresponsive to the Commis- 
sioner's argument that the word "about" in a 
later added claim can broaden an original 
disclosure that indicates to one skilled in the 
art that his or her invention is to a precise, 
not an approximate, amount, range, or limit. 
Under such circumstances, the term "about" 
in the later added claim is new matter and 



may not receive the benefit of an earlier 
filing date. The meaning of tltc word 
"about" is dependent on the facts of a case, 
the nature of the invention, and the knowl- 
edge imparled by the totality of the earlier 
disclosure to those skilled in the art.-SVe In re 
Wertheim. 541 F2d at 262. 191 USPQ at 
96. Wc are also mindful that the word 
"about" may lead to indcfinitcness under § 
1 1 2. \ 2. see Amgen, Inc. v. Chiigai Pharma- 
ceutical Co.. 927 F.2d 1200. 1218, 18 
USPQ2d 101*1. 1031 (Fed. Cir.). ten. de- 
nied. 502 U.S. 856 ( 199! ). but that is not at 
issue here. 

In this case, it was clear error to find that a 
person skilled in the art would not have 
considered the grandparent application to 
describcan approximate range of nickel. The 
later use of the term "about" to describe the 
range of nickel did not constitute a change to 
a distinct and different invention. Since the 
finding of the board concerning the disclo- 
sure of the grandparent application was 
clearly erroneous, the rejection of claims 
8-1 8 based on that error was perforce errone- 
ous as a matter of law. 

|2| The second question raised is whether 
the Board clearly erred in determining that 
F.iselstcin's grandparent application did not 
provide a written description of the nickel 
content of the nickel-based alloy set forth in 
claims 1-7 and 19. which recite various 
ranges of different elements, "and the bal- 
ance nickel with nickel constituting about 50 
to about 60% of the alloy." Wc have careful- 
ly considered Eiselstcin's assertions regard- 
ing this point. Since the grandparent applica- 
tion only disclosed a nickel range of 45-55',?, 
it can hardly be said to have disclosed 
50-60%. Whatever the term "about" means 
in this context, it is clear that it docs not 
extend 55 r <5 lo encompass 60". Moreover, 
the 10'? range of 45-55%. even if it is an 
approximate "about" 45-55%, is not the 
same as a very different 10^ range, vr'r., 
50-60^. The limits of these ranges vary from 
each other by about 10%. which is compara- 
ble to the extent of the variation within each 
range. Eisclstcin has therefore not persuaded 
us that the Board clearly erred in finding 
that the grandparent application did not pro- 
vide an adequate written description of the 
invention comprising 50-60'vr nickel. 

CONCLUSION 

The decision of the United States Patent 
and Trademark Ollice Board of Patent Ap- 
peals and Interferences is 

AFFIRM ED- IN-PA R T and 
RLVERSED-IX-PART. 
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